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1 . Claims 66-68 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

A. The above claims depend from claim 37 which is directed to a "multicomponent 
formulation". The above claims are directed to "a polyurethane sealant". It is unclear how and 
if these claims further limit the claims from which they depend. It is further unclear if there is a 
distinction intended between the claimed recitations of "multicomponent formulation" and 
"polyurethane sealant", such as whether or not the "polyurethane sealant is intended to be the 
cured product or the reaction product as claimed in claim 1 rather than the "multicomponent 
formulation". 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 1-4, 6-8, 10-25, 35-36, and 67-68 are rejected under 35 U.S.C. 102(b) as 
being anticipated by US Pat. No. 5925781 Pantone et aL 

Pantone discloses the reaction product of a polyether polyol, toluene diisocyanate, and 
diphenylmethane diisocyanate which falls within the scope of the reactant of the instant claims. 
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It is noted that it is not made from the intermediates of the instant claims. However, it is not seen 
that the final products of the instant claims and the patentee are distinguishable based on the 
difference in intermediates used to make them because the two final products would both be 
expected to have the same moieties within them after the reaction has completed based on the 
natures of the two reactions. Note the abstract; column 4, lines 16-67, particularly 21-23, which 
falls within the scope of "sealant" and which "flexible" implies the instantly claimed low 
modulus in the absence of plasticizer, 40-56; column 5, lines 1-67, particularly 31 and 61 of 
which the lower endpoint reads on the instantly claimed amount of diphenylmethane 
diisocyanate; column 6, lines 1-67; and the remainder of the document. It is the examiner's 
position that some paint exists which will adhere to the cured product of the patentee, possibly 
ones that contain moieties which can react with the endgroups of the patentee's urethane or with 
the urethane groups themselves, e.g. the hydrogens of the urethane groups, and thus these 
polymers are necessarily "paintable in the absence of primer". Based on the molecular weights 
of the polyether polyols of the patentee at column 6, lines 21-30, there would necessarily exist 
moieties in the patentee's polyurethanes which read on the instant claims 12-21. The patentee is 
silent regarding the modulus except for the discussion of properties which relate to modulus. 
The patentee is silent regarding the other properties of the instant claims also. The burden is on 
the applicant to show that the polyurethanes of the patentee having the properties described by 
the patentee do not necessarily and inherently possess the moduli of the instant claims 1 and 22 
and the tensile strength of the instant claim 23 and the elongation of the instant claim 24 because 
the PTO has no facilities to do such testing, and the polymers of the patentee appear to be 
otherwise the same as those of the instant claims and therefore must have the same properties. 
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The added polyols C of column 7, lines 42-51 et seq. are the chain extenders of the instant claims 
35-36 and 67-68. Claims 67-68 are taken as reading on the reaction product of the multiple 
components recited in claim 37 based on the preamble language. 

5. Claims 1-4, 6-8, 10-36, and 66-68 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over US Pat. No. 5925781 Pantone et al.. 

Pantone discloses the reaction product of a polyether polyol, toluene diisocyanate, and 
diphenylmethane diisocyanate which falls within the scope of the reactant of the instant claims. 
It is noted that it is not made from the intermediates of the instant claims. However, it is not seen 
that the final products of the instant claims and the patentee are distinguishable based on the 
difference in intermediates used to make them because the two final products would both be 
expected to have the same moieties within them after the reaction has completed based on the 
natures of the two reactions. Note the abstract; column 4, lines 16-67, particularly 21-23, which 
falls within the scope of "sealant" and which "flexible" implies the instantly claimed low 
modulus in the absence of plasticizer, 40-56; column 5, lines 1-67, particularly 31 and 61 of 
which the lower endpoint reads on the instantly claimed amount of diphenylmethane 
diisocyanate; column 6, lines 1-67; and the remainder of the document. It is the examiner's 
position that some paint exists which will adhere to the cured product of the patentee, possibly 
ones that contain moieties which can react with the endgroups of the patentee's urethane or with 
the urethane groups themselves, e.g. the hydrogens of the urethane groups, and thus these 
polymers are necessarily "paintable in the absence of primer". Based on the molecular weights 
of the polyether polyols of the patentee at column 6, lines 21-30, there would necessarily exist 
moieties in the patentee's polyurethanes which read on the instant claims 12-21 . The patentee is 
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silent regarding the modulus except for the discussion of properties which relate to modulus. 
The patentee is silent regarding the other properties of the instant claims also. The burden is on 
the applicant to show that the polyurethanes of the patentee having the properties described by 
the patentee do not necessarily and inherently possess the moduli of the instant claims 1 and 22 
and the tensile strength of the instant claim 23 and the elongation of the instant claim 24 because 
the PTO has no facilities to do such testing, and the polymers of the patentee appear to be 
otherwise the same as those of the instant claims and therefore must have the same properties. 
The added polyols C of column 7, lines 42-51 et seq. are the chain extenders of the instant claims 
35-36 and 67-68. Claims 66-68 are taken as reading on the reaction product of the multiple 
components recited in claim 37 based on the preamble language. 

It would have been obvious to one of ordinary skill in the art at the time of the instant 
invention to use the above discussed combinations of ingredients and amounts so as to make the 
instantly claimed reaction product from the disclosure of the patentee because the patentee 
encompasses these ingredients and amounts and they would have been expected to give a 
polyurethane having the properties disclosed by the patentee. 

It would have been obvious to one of ordinary skill in the art at the time of the instant 
invention to use the ingredients of the instant claims 26-34 and 66 in the compositions of the 
patentee because they are well known polyurethane additives which would have been expected 
to give their known functions, as described by their general descriptors as used in the instant 
claim 26, to the composition of the patentee. 

6. Claims 5 and 9 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
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claim and any intervening claims. The prior art does not describe the limitations of these claims 
nor provide rationale to modify the prior art to use these limitations. 

Claims 37-65 and 69-78 are allowable over the prior art considered. The prior art 
does not disclose the multicomponent compositions nor the methods of making them of the 
instant claims nor provide rationale to modify the prior art into these multicomponent 
compositions and methods. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Patrick D. Niland whose telephone number is 571-272-1 121 . The 
examiner can normally be reached on Monday to Thursday from 10 to 5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan, can be reached on 571-272-1 1 19. The fax phone number for the- 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) 
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